United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OK COMMERCE 
United States Patent uiul Trade murk Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspio.gov 



APPLICATION NO. j 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/789,104 


02/27/2004 


Jarcd Ross Van Orman 


JV03-0I 


7677 



7590 

Angus C. Fox, III 
4093 N. Imperial Way 
Provo, UT 84604-5386 



08/09/2007 



EXAMINER 



OMGBA, ESSAMA 



ART UNIT 



PAPER NUMBER 



3726 



MAIL DATE 



DELIVERY MODE 



08/09/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



to 



t 

Office Action Summary 


Application No. 

10/789,104 


Applicant(s) 

VAN ORMAN ET AL. 


Cvami nor 

examiner 

Essama Omgba 


Art Unit 

3726 





„ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

'1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 8, 10-14, 21, 23 and 24 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Applicant's Admitted Prior Art (AAPA) in view of Tizzi (US Patent 

3,955,934). 

With regards to claims 8, 1 1-14 and 23, AAPA teaches in figures 1-4 of 
applicant's specification, a method of manufacturing a bracelet, comprising the steps of: 
cutting a laminar metal strip 101 to a desired length and width, the laminar metal strip 
101 having first and second parallel, opposed, generally planar major surfaces, coating 
at least the first major surface with a metal marking layer 201, subjecting the coated 
piece of sheet metal 101 to a laser beam (figure 3), whereby heat generated by the 
laser beam causes selected regions of the metal marking layer 201 to form at least one 
ceramic design 301 that is adhered to at least the first major surface, removing all 
portions 302 of the marking layer that has not been treated by the laser beam and 
adhered to the first major surface, bending the metal strip 101 to form a bracelet having 
a general C-shaped side profile, and wherein the first and second major planar surfaces 
are transformed to curvilinear surfaces. Although AAPA does not specifically disclose 
the bending taking place after the marking step, however it is known to form a jewelry 
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article by first marking a substrate with ornamental design and subsequently forming the 
jewelry article by bending the marked substrate as attested by Tizzi, see column 2, lines 
18-38 and column 4, lines 59-66. Therefore it would have been obvious to one of 
ordinary skill in the art at the time the invention was made, to have bend the laminar 
strip of AAPA after laser marking, in light of the teachings of Tizzi, as is known in the art. 
Applicant should note that the specific materials of the marking layer claimed can be 
found on page 6, first full paragraph of Applicant's specification. 

For claims 21 and 24, AAPA/Tizzi does not specifically disclose coating both 
sides of the metal strip. However, official notice is taken that it was well known to a 
person of ordinary skill in the art, at the time of the invention, to have coated both sides 
of a metal strip in order to create a bracelet that has a consistent design and color. 
Furthermore, the particular thickness of the coating is considered an obvious matter of 
design choice to a person of ordinary skill in the art, at the time of the invention, 
depending upon the desired coating material that is used. In addition, official notice is 
taken that the use of the claimed thicknesses are well known to a person of ordinary 
skill in the art. 

3. Claims 9, 10 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over AAPA/Tizzi as applied to claim 8 above, and further in view of Robertson (US 
Patent 5,855,969). 
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For claims 9 and 22, AAPA/Tizzi teaches the invention cited above with the 
exception of specifically disclosing that the laser system moves in a Y-axis direction and 
moves in an X-axis direction as it directs energy on a planer major surface. 

Robertson teaches a computer controlled 30 raster-scanning infrared energy 
emitting carbon dioxide laser system that scans in a Y-axis direction and moves in an X- 
axis direction as it directs energy on a planer major surface (see entire abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have provided the invention of AAPA/Tizzi with a laser system 
moves in a Y-axis direction and moves in an X-axis direction as it directs energy on a 
planer major surface, in light of the teachings of Robertson, in order to provide an 
accurate and automated laser marking system. 

AAPA/Tizzi does not specifically disclose that the marking layer comprises 
titanium dioxide. 

Robertson teaches using titanium dioxide (col. 5, line 52). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have provided the invention of AAPA/Tizzi with titanium dioxide 
in the marking layer, in light of the teachings of Robertson, in order to provide a material 
that effectively creates a marking when subjected to lasers. 

For claim 10, it is inherent that a table is used under the metal strip shown in 
figure 3 during laser emission. Alternatively, the examiner submits that it is within the 
general knowledge of a person of ordinary skill in the art, at the time of the invention, to 
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have provided a positioning table, in order to support the metal strip during laser 
processing. 

4. Claims 25, 27 and 30-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over AAPA/Tizzi as applied to claim 8 above, and further in view of Barr 
(US Patent 5,586,390). 

AAPA/Tizzi does not specifically disclose rounding any square corners. 
Barr teaches rounding any square corners to form rounded ones 36,35. 
Therefore, it would have been obvious to one of ordinary skill in the art, at the time of 
the invention, to have provided the invention of AAPA/Tizzi with rounding any square 
corners, in light of the teachings of Barr, in order to provide a desired bracelet design. 
AAPA/Tizzi does not specifically disclose coating both sides of the metal strip. However, 
official notice is taken that it was well known to a person of ordinary skill in the art, at the 
time of the invention, to have coated both sides of a metal strip in order to create a 
bracelet that has a consistent design and color. 

5. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
AAPA/Tizzi as applied to claim 8 above, and further in view of Shapiro (US Patent 
1,634,562). 

APA does not specifically disclose using rollers to bend the strip. 
Shapiro teaches that it is known to use rollers 45,46 to bend (figure 1 1). 
Therefore, it would have been obvious to one of ordinary skill in the art, at the time of 
the invention, to have provided rollers to bend the metal strip, in order to create a 
symmetrically shaped jewelry article. 
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6. Claims 28 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over AAPA/Tizzi/Barr as applied to claim 27 above, and further in view of Robertson. 

AAPA/Tizzi/Barr teaches the invention cited above with the exception of 
specifically disclosing that the laser system moves in a Y-axis direction and moves in an 
X-axis direction as it directs energy on a planer major surface. 

Robertson teaches a computer controlled 30 raster-scanning infrared energy 
emitting carbon dioxide laser system that scans in a Y-axis direction and moves in an X- 
axis direction as it directs energy on a planer major surface (see entire abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have provided the invention of AAPA/Tizzi/Barr with a laser 
system moves in a Y-axis direction and moves in an X-axis direction as it directs energy 
on a planer major surface, in light of the teachings of Robertson, in order to provide an 
accurate and automated laser marking system. 

It is inherent that a table is used under the metal strip shown in figure 3 of AAPA 
during laser emission. Alternatively, official notice is taken that it was well known to a 
person of ordinary skill in the art, at the time of the invention, to have provided a 
positioning table, in order to support the metal strip during laser processing. 

Response to Arguments 

7. Applicant's arguments with respect to claims 8-14 and 21-33 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Essama Omgba whose telephone number is (571) 272- 
4532. The examiner can normally be reached on M-F 9-6:30, 1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571) 272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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